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BRIEF FOR COMPLAINANTS-APPELLEES ON APPEAL FROM

ORDER GRANTING PRELIMINARY INJUNCTION.

This is an appeal to review an order granted by the

circuit court for the Southern District of California,

Judge Ross presiding, enjoining the Los Angeles Art

Organ Co. from infringing upon U. S. Letters Patent

No. 552,796 granted to Tremaine & Pain on January

7, 1896, for an improvement in musical instruments.

The case is a companion one to that against Murray M.

Harris Organ Co., No. 1235 in this court, and the close



relationship between the cases will be seen from the fol-

lowing statement.

One William B. Fleming, who had for a number of

years been in the employ of the Aeolian Company and

its predecessors in the eastern states, and who is an ex-

pert organ builder, came to California and induced one

Murray M. Harris to embark in the enterprise of build-

ing organs at Los Angeles under the supervision of

himself, the said Fleming. Harris and Fleming in-

fringed upon the patent in suit, and thereupon the Aeo-

lian Company commenced suit for infringement against

the said Harris at Los Angeles in April, 1903. Before

said case could be disposed of Harris became finan-

cially involved, as well as mentally deranged, and a cor-

poration styled the "Murray M. Harris Organ Com-

pany'' was formed, which took over the business of

Harris and his unfinished contracts and continued to

build organs infringing upon the patent in suit under

the supervision of William B. Fleming as superintend-

ent of the Harris Co. Thereupon the Aeolian Com-

pany brought suit against the Murray M. Harris Organ

Co. for infringement of its patent, and said suit is the

one hereinabove referred to as No. 1235 in this court.

Much testimony was taken in that case, but before it

could be heard, the Murray M. Harris Organ Co., fol-

lowing in the footsteps of Murray M. Harris individu-

ally, became bankrupt, and thereupon the stockholders

of said company formed a new corporation styled Los

Angeles Art Organ Co., appellant in the case at bar.



and transferred to it all the assets and unfinished con-

tracts of the Murray M. Harris Organ Co. Mr. Flem-

ing became the superintendent of the Los Angeles Art

Organ Co., and the officers of that company were the

same persons who were the officers of the Murray M.

Harris Organ Co.

The Los Angeles Art Organ Co. assumed the defense

of the Murray M. Harris Organ Co. case and con-

ducted the same to final hearing.

Thereupon the Aeolian Co. commenced the present

suit against the Los Angeles Art Organ Co. and moved

for a preliminary injunction. This motion was heard

at the same time as the final hearing of the suit against

the Murray M. Harris Organ Co., and upon the motion

the entire records in the cases against Murray M. Har-

ris and the Murray M. Harris Organ Co.

were used. The final hearing in the Murray

M. Harris Organ Co. case was first had, and

that case was exhaustively argued. Immediately there-

after the motion for a preliminary injunction in the case

at bar was heard, and the two cases were argued to-

gether, it being conceded and understood by counsel, as

well as stated by the judge who presided, that if a de-

cree was entered for the complainant in the suit against

Murray M. Harris Organ Co., a preliminary injunc-

tion would follow in the case of Los Angeles Art Organ

Co.; but if a decree was rendered in favor of the de-

fendant in the Murray M. Harris Organ Company

case, then the motion for injunction in the Los Angeles



Art Organ case would be denied. In due course of

events an interlocutory decree was entered in favor of

the complainant in the suit against the Murray M. Har-

ris Organ Co., and upon the strength of that adjudica-

tion and by reason of the understanding theretofore had

among all the parties, the motion for an injunction in

the Los Angeles Art Organ case followed as a matter of

course, and the same was granted at the same time that

the interlocutory decree was entered in the Murray M.
Harris Organ Company case.

In view of the entry of the interlocutory decree in

favor of complainant in the Murray M. Harris Organ

Co. case the preliminary injunction followed as a

logical result, because the Murray M. Harris Organ

case was defended, not by that company, but by the Los

Angeles Art Organ Co., so that the Los Angeles Art

Organ Co. was in privity with the nominal defendant

in the Murray M. Harris Organ case and to all intents

and purposes was a party thereto. Therefore, if this

court affirms the decree in the Murray M. Harris

Organ case, it will affirm the order granting an injunc-

tion in the case at bar. Indeed, there is no occasion to

argue the case at bar, as it is dependent upon the other

case and must be decided in accordance with whatever

decision is rendered in the other case. However, in or-

der that there may be a full exposition of the contro-

versy between these parties, we deem it advisable to

make a full argument herein just as if the Murray M.

Harris Organ case were not before the court.



In this brief we shall refer to the Murray M. Harris

Organ case as the "Harris case," and wherever it is pos-

sible, we shall refer to our brief in that case so as to

avoid repetition herein concerning points which are

common to both cases. Some of the infringing acts of

the Los Angeles Art Organ Co. consist in carrying out

unfinished contracts of the Murray M. Harris Organ

Co. before it became bankrupt. As to those acts the ar-

gument in the two cases is identical. But in addition to

such acts the Los Angeles Art Organ Co. threatened to,

and actually did, work upon one or more modifications

or variations of the Fleming devices which are alleged

to infringe.

The proofs before the court in granting the motion

for injunction were aflidavits filed by the respective

parties and the entire record in the other case against

the Harris Company.

The matters involved are taken up in this brief in the

following order:

1. The invention in suit.

2. The pioneer position of the patent.

3. The patent claims in suit.

4. The acts complained of, past or threatened, and

the privity between this defendant and the Harris

Organ Co.

5. Infringement by both forms of defendant's struc-

ture.

6. The defense of inoperativeness.

7. The sound discretion of the court below.
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I.—The Invention in Suit.

To avoid repetition of a full discussion of the inven-

tion which occurs in our brief in the Harris case, and

which we respectfully cite here, we will merely sum-

marize:—that Tremaine and Pain stand unchallenged

on the record as the verv first to conceive of the idea of

controlling the two sheets for synchronous operation

one by the other, and the first to discover and evolve any

means of doing this, the first to evolve control perfora-

tions in the edge of each sheet in connection with

mechanism for operating each music sheet independ-

ently, and a mechanism controlled by each such music

sheet to regulate and control the movement of the other;

that as Fleming himself admits (Q. 412-413, Trans.

Rec, p. 125) they were ''absolute pioneers in that un-

discovered territory"; furthermore, that they put the

invention in use in the Hall of the Aeolian Company in

23rd Street, where "it was publicly used and exhibited

" in actual use for playing the organ for at least two

" years" (Votey, Q. 6, Trans. Rec, Harris case, p. 254;

Votey affidavit, Trans. Rec, p. 175) ; that the invention

would be practically unprotected if not patentable as a

genus, because any one skilled in the art could substi-

tute electric or hydraulic, or electro-pneumatic driving

powers for actuating the rolls and could similarly sub-

stitute any one of such agencies for the starting and

stopping of the driving mechanism, while adopting the

same combined relation and the same vital character-



istics which Tremaine and Pain discovered and gave to

the world as their invention. Obviously, in such a com-

bination any of the various known motive powers may

be adopted and employed at will in the new combina-

tion which Tremaine and Pain have set forth and

claimed. Mr. Fleming himself, in answer to x-Qs. 440

to 446 (Trans. Rec, p. 128) admits categorically that

in the organ business "you could actuate a given part

" either electrically or pneumatically by well known
" devices" ; that "such two devices, say for controlling

" the sounding of the pipes, were well known equiva-

" lents" ; that "one could be used in place of the other

" without requiring any invention"; that it was ^^known

" at that time that you could close electric circuits by

" means of pneumatics controlled through tracker

" ducts, or if 3^ou preferred, do the same thing by means

" of electric contacts falling through holes in perforated

"paper"; that these were "known equivalents" and

" that for performing any one movement the organ

" builder had at his disposal, in the known constructions

" of the art, a choice of either pneumatic or electric

" means" (Q. 445).

It is therefore clear that a defendant cannot circum-

vent generic claim.s by m.erely substituting any of these

forms for those specified in the patent as the "best

mode" known to the inventors (R. S., 4888), particu-

larly when the patent defines the combination in plain,

clear claims that are manifestly applicable in substance

as well as letter alike to the defendant's and the com-
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plainants' construction. Specifically, there are at least

as many ways of embodying the patented combinations

as there are driving and actuating connections known

in mechanics, but generically it is all one, for the com-

bination remains unchanged, each of the elements

named co-operating with the others in the same com-

bination relationship and for the same principle of

operation. We shall presently, indeed, see that the de-

fendant has adopted and embodied each and every

salient and defining characteristic of the complainants'

invention.

For the minute explanation of details of the particu-

lar embodiment of the invention illustrated in the pat-

ent, we refer to our brief in the Harris case, where

these are discussed in full.

II.—Pioneer Position of the Patent.

This matter is taken up in detail in the brief of the

Harris case, to which we refer to save needless repeti-

tion. But, in addition, we must refer to the affidavits

of Gunz and Cooper in this case at bar (Trans. Rec,

pp. 22 and i6i). Probably, however, it is enough to

show the admitted utter absence of anything tending to

suggest, anticipate, or in any manner restrict the gen-

eric nature, of Tremaine and Pain's invention, which

nowhere appears most strikingly than in the admissions

of the defendant's own superintendent, inventor, and

expert, Fleming. We quote (Qs. 412-413, Trans. Rec,

p. 125):



"Q. 412. Is it not a fact that up to the present

moment you have never heard of any double tracker

and double music sheet construction provided with

connections for controlling one sheet by the other

sheet prior to 1896?
A. I cannot say that I did.

Q. 413. Then so far as you know to the con-

trary, Messrs. Tremaine and Pain were absolute

pioneers in that undiscovered territory, were they

not?

A. So far as I know."

III.—The Patent Claims in Suit.

To save repetition, we refer in full to this heading in

our brief in the Harris case where the claims in suit, i,

2, 3, 4, 5, 10, 1 1 and 12, are quoted and discussed and the

application thereto of the rule referred to by this court

in Von Schmittvs. Bowers, 80 Fed. Rep., 121, that gen-

eric inventors are "entitled to a generic claim under

" which will be included every species included within

" the genus," in addition to "specific claims for one or

" more species."

IV.—The Acts Complained of, Past or Threatened, and the

Privity Between This Defendant and the Harris Organ

Company, in the Defense of the Harris Case.

The Los Angeles Art Organ Company is also paying

the expenses of the Harris Organ Company's litigation,

and is therefore bound by the decree (Fleming, x-Q.

335, Trans. Rec, p. 114). The Harris Company built

certain organs, which were stipulated to be in accord-
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ance with the drawings and description of the Fleming

patent 659,442. At the time the Los Angeles Art Or-

gan Company took over the unfinished contracts of the

Harris Company, an organ, designated as the Doheny

organ, was unfinished, and another organ for the St.

Louis Exposition was being built. The construction

intended to be incorporated in the St. Louis organ dif-

fered from the Fleming patent 659,442, mainly in sub-

stituting electrically actuated clutches in place of the

pneumatically actuated clutches of the Fleming patent.

On the motion for preliminary injunction therefore, the

court below had to consider the prevention of irremedi-

able injury to the complainant by the defendant not

only continuing to construct apparatus in exact accord-

ance with the Fleming patent, but also by its construct-

ing such other apparatus differing somewhat therefrom

and in accordance with prints and descriptions furn-

ished by defendant's counsel, Mr. Harpham, and offer-

ed in evidence in connection with the affidavit of

George L. Cooper (See Trans. Rec, pp. 155-160). To

avoid repetition, we refer to our brief in the Harris case

for the history of the Fleming patent construction and

the way Wm. B. Fleming, while in the employ of the

Farrand & Votey Company, first became familiar with

the Tremaine and Pain patent in suit and examined a

duplicate of the apparatus that was in use in New
York; and then removed to California and went into

business with Murray M. Harris in October, 1900, sub-

sequently becoming superintendent of the Murray M.
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Harris Organ Company, and for it constructing the in-

fringing devices, and later, after the bankruptcy of the

Harris Company, becoming superintendent of the Los

Angeles Art Organ Company, where he continued to

work upon the uncompleted contracts of the Harris

Company, which had been taken over by the Los An-

geles Company.

In his testimony in the Harris case, Fleming admits

the close and peculiar relations between the Harris

Company and its successor, the Los Angeles Art Organ

Company, appellant herein. He admits that the offi-

cers of the two companies were the same (page 48, Q.

45-48) ; that the Harris Company became "bankrupt"

(page 114, Q. 132), or "wiped out" (page 1 12, Q. 321)

so that an injunction against it "would do no injury"

(page 114, Q. 330), as there was no "possible chance

" for it to start up again" (page 1 14, Q. 333) ; that the

contracts to build the alleged infringing organs had

been taken over by the Los Angeles Company (page

1 12, Q. 315) ; that the Los Angeles Company v/as to re-

ceive payment on these partially completed organs

without having given the Harris Company any consid-

eration of value therefor (page 109, Q. 297-298), and

that one of these contracts, that for the great St. Louis

or Kansas City organ, would entail upon the new com-

pany "a loss of about twenty-five thousand dollars"

(page 145, Q. 521 ;
p. 147, Q. 527). We are, there-

fore, fully justified in assuming that the Los Angeles

Company is the old Harris Company masquerading
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under a new name with the same officers, and that it was

"conceived in sin and born in iniquity" for the express

purpose of avoiding the liabilities of the old company,

including any injunction or any judgment which might

be rendered against it in the suit against it.

Under such circumstances, the injunction granted

herein below, and which we ask this court not to dis-

turb, can hardly be called an injunction against a

stranger to the other suit, but a mere necessar>^ means of

preventing the same individuals continuing the in-

fringement under another corporate name.

v.—Infringement by Both Forms of Defendant's Structure.

(A.) First as to the construction made in strict ac-

cordance with Fleming patent 659,442, it appears by

the joint affidavit of George B. Kelly and Edwin S.

Votey (Trans. Rec, p. 177) that the Los Angeles Art

Organ Company was offering "to build and sell organs

" for two or more perforated music sheets and provided

" with mechanism for operating each sheet indepedent-

" ly of the other in connection with means controlled

" bv each music sheet to regulate and control the move-

" ment of the other music sheet so that they will all

" travel together to perform the music represented by

" each sheet synchronously or together, said organs to

" be built under the U. S. patent 6^944^, granted to

" William B. Fleming October Q, iqOO."

In the answering affidavits of the defendant this is

not questioned. As such construction was stipulated in
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the Harris case, and as it was held at the final hearing

in the Harris case that such construction infringes all

the claims, it follows, of course, that the preliminary in-

junction in this present case was providently granted, in

the exercise of the sound discretion of the court. Un-

less, therefore, the decision in the Harris case is over-

ruled by this court of appeals, it will necessarily follow

that the preliminary injunction in the case at bar must

also stand pendente lite. It will serve no useful pur-

pose therefore to reiterate the chapers of our brief in

the Harris case on the details of respondent's construc-

tion, the question of infringement, and the defenses of

non-infringement and invalidity, all of which there ap-

pear at length.

(B.) The Variations in the Saint Louis Organ.

The moving papers filed with the injunction motion

contain a copy of a letter from defendant's solicitors,

July 25, 1904, describing the variations in this construc-

tion, with annexed prints of drawings sent by them as

illustrative of it (Trans. Rec, p. 155). In that letter

they say:

"The action of the pneumatics in the suction box
and their arrangement is substantially the same as

Fleming's patent 659,442, except that he now has

primary pneumatics which are in the suction box

which are controlled by the perforations of the

music sheet in the same manner that those pneumat-
ics in the Fleming patent were controlled. These
primary pneumatics control the secondary pneu-

matics, which secondary pneumatics make and



break the circuits which control the clutches that

govern the movement of the take-up rolls."

In other words, electrical clutches and connections

have been substituted in part for the all-pneumatic

clutches and connections shown in the Fleming patent.

This is the merest substitution of well-known equiva-

lent means. Fleming testified (Trans. Rec, p. 128) :

"Q. 440. As far back as 1894 i^ was well known,
was it not, that in the organ business you could actu-

ate a given part either electrically or pneumatically
by well known devices ?

A. Yes.

Q. 441. In other words, the two devices, say for

controlling the sounding of a pipe, were "well known
equivalents?

A. Yes.

Q. 442. And one could be used in place of the

other without requiring any invention? I am not

speaking of any special construction; I mean they

used both?
A. Yes.

Q. 443. And it was also known at that time that

you could close electric circuits by means of pneu-
matics controlled through tracker ducts, or if you
preferred, do the same thing by means of contacts,

electric contacts falling through holes in perforated

paper?
A. Yes.

Q. 444. And those were known equivalents?

A. Yes.

Q. 445. So that for performing any one move-
ment, the organ builder had at his disposal, in the

known construction of the art, a choice of either

pneumatic or electric means, did he not?

A. That is right."
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Mr. Gunz, complainants' expert, corroborates de-

fendant's expert Fleming in this regard (Trans. Rec,

pp. 161-165).

"Furthermore, in this art, purely pneumatic ap-

pliances, purely electrical appliances and electro-

pneumatic appliances for giving motion to parts,

are well known equivalents and have been so known
and used for many years."

The efforts of Mr. Fleming in his carefully prepared

ex parte affidavit (Trans. Rec, pp. 200-208) to distin-

guish the St. Louis organ from the patent in suit, are

valueless in view of the contradictory letter of Hazard

and Harpham, quoted above, and the cuts of the con-

struction admitted and appearing at pages 158-9 of the

Transcript of Record. Fleming evidently confused in

his mind the electrical transmission and actuation from

the music rolls to the remote pipes of the organ with the

electro-pneumatic actuating apparatus of the two rolls,

and in his confusion he has grasped at this straw. Thus

he says it w^ould be impossible to use pneumatic connec-

tions solely ''on account of the distance apart which

"such different organs occupy in these large organs."

The control device in suit has nothing to do with the

transmission from the music rolls to the remote organ,

but, on the contrary, with the operation of the music

rolls themselves in direct juxtaposition in the St. Louis

organ as elsewhere and so plainly illustrated in the fig-

ures of the prints thereof that were furnished by Haz-

ard and Harpham (Trans. Rec, pp. 158, 159). His
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further exhaustive effort to avoid liability by reason of

the alleged absence of the spring T of the Tremaine

and Pain patent from the Fleming patent 659,442 finds

its complete refutation, firstly, in the fact that there is

just such a spring in the Fleming construction and also

in the St. Louis organ construction; and secondly, that

this detail is utterly immaterial and is not part of the

combination claims which are generic, not specific for

such details. The function of the spring T in the pat-

ent in suit is to press the clutch member in the opposite

direction to that in which it is moved by its actuating

means or pneumatic Q.' In short, the spring T tends to

thrust the clutch member S towards the left in Figures

I and 3 of the patent. Just such a spring appears in

the Fleming patent on the shaft at the extreme left hand

of Figures 6 and 7, and that coiled spring presses the

clutch members together in opposition to the action of

the actuating pneumatic D' and lever ml The springs

in the two patents therefore have precisely the same

function and no other. Even in the St. Louis organ

construction such a spring acting in opposition to the

actuating magnet of the clutch is needed and is plainly

shown at 24 in the drawings. It is necessarily present

for the same function. In Figure 2 of the prints which

appear in the Transcript, pages 159-160, the spring is

seen at 24. Its object is to force the clutch member 21

with its sleeve and the entire magnet 22, 29, to the left,

along the shaft 17, in opposition to the actuating force

of the magnet, which, when energized, draws the
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clutches 20, 21, together. Thus, even in these minutiae

which Fleming is forced to raise and present as essen-

tial difierences, we find an exact counterpart perform-

ing the same functions in the same way in each of the

defendant's constructions.

For the reasons given fully in discussing infringe-

ment in our brief in the Harris case, and particularly in

view of the clear and unequivocal admissions of Flem-

ing in regard to his own devices, which are as ap-

plicable to the St. Louis organ for the Louisiana Pur-

chase Exposition as to the others, the infringement of

claims i to 4 of the patent in suit seems substantially ad-

mitted by Fleming, though, of course, he denies this

necessary conclusion from his admissions. Many of the

questions asked him about his mechanism, its principles

of operation expressly included the "Louisiana Pur-

chase" or St. Louis construction. (For example ques-

tions, 166-171 Trans. Rec, p. J^-yj-)

Claims 5, 10, 11 and 12 are also infringed element for

element, if given the same range of equivalents which

Fleming himself admits were well known in the art

(Q. 440 to 445, quoted at length above). Mr. Gunz'

deposition, which is comparatively short and to the

point (pp. 161 to 173) discusses the substitution of

equivalents in a manner which, being corroborated

even by Fleming, seems conclusive.

In referring to the description and print of the St.

Louis or^an construction furnished with the letter of
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defendant's counsel, from which we have quoted, Gunz
says (Trans. Rec, p. 172) :

"The only differences between the all pneumatic
construction as exemplified in the Fleming patent,

No. 659,442, and in the Doheny organ, and the con-

struction illustrated in the blue print above referred

to, is that in the all pneumatic construction a large

motor bellows is used for the purpose of shifting the

clutches in place of the electro-magnetic clutch

shown in the blue print. In all other respects the

constructions are practically the same and in fact the

only differences found at all are those which would
always occur when an electric device is substituted

for a pneumatic device. In other words the valve

mechanism in the suction box serves to make and
break air connections in the Fleming all pneumatic
construction of patent No. 659,442, as exemplified

in the Doheny organ, whereas in the construction of

the blue print it serves for making and breaking
electric circuits.

I have already called attention to the fact that in

organ building the pneumatic and electric devices

used in this art are fully interchangeable and are

well known equivalents/'

In view of these expert statements, particularly those

by defendant's own expert witness Fleming, it is very

clear that the change contemplated in these two organs,

if indeed it be ever made, is simply a change in a detail

of the device, substituting one well-known mechanical

equivalent for another. The first three claims of the

patent in suit are infringed by this modified construc-

tion verbatim et literatim. The other five claims are

infringed under any liberal interpretation or applica-
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tion of the doctrine of equivalents, and under the case

law cited and quoted from the supreme court and from

this court of appeals in our brief in the Harris case.

We submit that the court below certainly followed the

settled principles and made no error in finding and en-

joining infringement.

VI.—The Defense of Inoperativeness.

In the Harris Organ Co. case the court decided at

final hearing that the patent was good and valid. The

theoretical attacks made by William B. Fleming, in his

deposition, were more than answered as noted in our

brief in that case, not only by his own cross-examination

but by the deposition of Votey, who testified to per-

sonal knowledge of the public use of the apparatus for

more than two years in giving concerts at 23rd Street,

New York. In the case at bar, we have the mere ex

parte affidavit of Fleming attacking the patent, not-

withstanding that the patent has been sustained at final

hearing in the other case. Of course, the learned judge

below could not, under the circumstances, seriously en-

tertain such a defense on a motion for preliminary in-

junction.

For a discussion of the proofs concerning operative-

ness in the Harris Organ Company case, we refer to our

brief therein and the heading "The Defense of Inoper-

ativeness." As to the additional papers in this case, ex-

amination of the affidavit of Fleming, filed in opposi-

tion to the motion for injunction, will show that he does
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not even assert that the device is inoperative for slow

and medium tempos, and it would be entirely irrelevant

if it were inoperative only for jig-time or other music

inappropriate to organs. All that Fleming is able to

say amounts to this: He experimented with the dupli-

cate of the 23rd Street device, and says he "found that

" the apparatus would not work when music of fast

" tempo was used," etc. (Fleming Affidavit, Trans.

Rec, p. 205). This would be insufficient to rebut the

presumption of operativeness in favor of the patent, and

it is opposed by the fact evidence of Votey in the Harris

Organ suit referred to in our brief in that case, and by

the ex parte affidavit of Votey herein (Trans. Rec, p.

174-5), which shows that a full-sized working device

similar to that shown in the drawings of letters patent

was made in 1895 in the City of New York, was put

into use in the hall of Aeolian Company on 23rd Street

to operate a Farrand and Votey organ, and was used to

operate said organ at public concerts and exhibitions

before large numbers of people and on many occasions

during the years 1895, 1896, 1897.

We submit, therefore, that the patent is certainly

completely operative, and that the court below in con-

sidering the preliminary injunction, would have been

justified in absolutely disregarding the attack on the

validity, under the well-settled rule where patents have

been already sustained at final hearing.

"I understand the rule to be well settled that,
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where the validity of a patent has been sustained, as

in this case, on prior adjudication in the same cir-

cuit, the only question open before the Court, on mo-
tion for a preliminary injunction, in subsequent suit

against other parties, is the question of infringe-

ment; and that the consideration of all other ques-

tions should be postponed until all of the testimony

is taken in the case, and the case is presented on final

hearing." (Circuit Court, Northern District of

California, Norton vs. Eagle, 57 F. R. 929-931.)

The circuit court of appeals, for the second circuit,

held as follows:

"In the absence of some controlling reason for dis-

regarding it, the former adjudication should have
the same weight in this court (C. C. A.) which it

has as the foundation for the preliminary injunction

before the Circuit Court. The effect which is to be

given such adjudication in the Circuit Court is well

stated in the syllabus of Mr. Justice Miller's opinion

in Purifier Co. vs. Christian, 3 Ban. & A, 42, as fol-

lows : 'Where a patent has been established by a de-

cision of a Circuit Court, after careful considera-

tion, that decision is entitled to very great weight in

a subsequent application, either before the same
court or any other for a preliminary injunction or
any preliminary relief.'" {American Paper Pail

& Box Co. vs. Box & Paper Co., 51 F. R. 229-232.)

The above rule has been approved and followed by

this court.

Norton vs. Can Co., 57 Fed., 929.

S. P. Co. vs. Earl, 82 Id., 692.
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VII.—The Sound Discretion of the Court Below.

It is well settled that an appellate court will not dis-

turb a provisional or preliminary injunction unless evi-

dently improvidently granted and will not examine into

the merits nor prejudice the future consideration of the

cause below, except where there has been an abuse of

discretion, pendente lite. Where, as in the case at bar,

the defendants have not long been in business, and de-

liberately committed the alleged infringement while

defending, as privies, the Harris suit on the same pat-

ent, and with full knowledge of impending litigation,

there is still less reason to question the propriety of the

provisional injunction. This practice is nearly uniform

in all the circuits.

In Blount vs. Societe Anonyme Pasteur, 53 F. R., 98,

circuit court of appeals, sixth circuit, the syllabus sum-

marizes:

"On an appeal to the circuit court of appeals un-

der section 7 of the act of March 3, 1891, from an

order granting an injunction pendente lite against

the infringement of a patent, the only question for

review is whether the injunction was erroneously or

improvidently granted in the legal discretion of the

trial court, and the questions of the validity of the

patent and infringement can be considered only in-

cidentally, as bearing upon this matter."

So, in the third circuit, the court of appeals, speaking

by Judge Atcheson, said:

"This being an appeal from an interlocutory de-
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question properly before us for determination is

whether or not the legal discretionary power of the

court below was fairly exercised under all the cir-

cumstances. It would be altogether premature for

us to pass upon the merits of the case, or to consider

with a view to a definitive judgment, the important

and close questions involved in this litigation."

i Consolidated Electric Storage Co. vs Accufnulator

Co.,55F. R,485.)

This last decision was quoted and approved in the

third circuit in the recent case of American Fur Refin-

ing Co. vs. Cimiotti, ii8 F. R., 838, where the court

said:

"In the present case we see no reason for depart-

ing from the rule thus laid down. The case is now
in the hands of the learned judge below, who heard it

upon the merits, and who states in his opinion grant-

ing the preliminary injunction that his purpose is to

look into the subject anew, and form an individual

judgment of his own. We are entitled to the bene-

fit of his views upon the serious question whether

or not the defendants' machines infringe the patent

in suit, and upon the merits of the case generally un-

der the plenary proofs. We therefore will confine

ourselves to the single question whether or not the

court erred in granting the preliminary injunction.

Having regard to the special circumstances, and in

view of the proofs to sustain the motion for a pre-

liminary injunction, we are not prepared to hold that

the order complained of was improvidently made.
* * *- y\TQ are not convinced that the court erred

in granting the preliminary injunction upon the

terms prescribed. Therefore, and without intend-

ing to intimate any opinion as to the final rights of
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the parties we affirm the interlocutory order."
(Page 839.)

In the second circuit, the circuit court of appeals, re-

ferring to an order for preliminary' injunction, said:

"We do not feel disposed to modify such order nor
to discuss the issues presented here on ex parte affi-

davits in an opinion uhich might constrain the

judge to whom at final hearing the same issues may
be differently presented." (United Oil Stove Co.

vs. Silver, 128 F. R., 925.)

The case at bar is identical in principle with that of

Southern Pacific Co. vs. Earl, 82 Fed Rep., 690. That

was a suit brought by Earl against the Southern Pacific

Co. and Robert Graham jointly. No injunction was

granted against the Southern Pacific Co., but crxC was

granted against its co-defendant Graham. Earl had

brought a prior suit against Graham on the law side of

the court and had obtained judgment for damages. He
then instituted his suit in equity against Graham and

the Southern Pacific Co. jointly for an injunction, and

the court granted a preliminary injunction against

Graham on motion being made therefor. From this or-

der Graham appealed, and in the decision rendered this

court took occasion to review very thoroughly the law

on the subject. We shall not weary the court by quota-

tions from that case, but refer to the same as an author-

ity for asking that the order in this case be affirmed.

There is no diflference between that case and the one at

bar.
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And right here we desire to note that counsel for ap-

pellant argues this case as though he were entitled to

review by this court of every point involved in the case,

just as though they were on appeal from a decree rend-

ered after final hearing. The case of Southern Pacific

Co. vs. Earl will undeceive him on this point, and will

instruct him that the only point which this court will

consider upon this appeal is whether or not the learned

judge of the lower court abused his discretion in grant-

ing this preliminary injunction, and in considering that

point this court will take as settled the questions of the

validity of the patent and its infringement by the de-

fendant, because those matters have already been deter-

mined in the Harris case, which was defended by the

appellant herein. To briefly summarize the facts:

Fleming, one of our unfaithful employes, deserted

his employment in the east, came to Los Angeles and in-

duced Murray M. Harris to infringe this patent; Har-

ris became bankrupt and the infringing business was

transferred to Murray M. Harris Organ Co., which

company continued to infringe under the superintend-

ency of Fleming until it likewise became bankrupt; the

persons who constituted that company then formed the

Los Angeles Art Organ Co., which latter company suc-

ceeded to the business of the former and took over all of

its assets and continued the infringement; the suit

against Harris went by the board because of his insolv-

ency and mental derangement; the suit against the Har-

ris Organ Co. went to final hearing, and after vigorous
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contest, a decree was rendered for complainant, sustain-

ing the patent as basic and pioneer and awarding an in-

junction
; it was but a barren victory, however, because

the company was bankrupt and had ceased to do busi-

ness before the decree was entered; the Art Organ Co.

took charge of and conducted the defense in the Harris

case and was, to all intents and purposes, a defendant

therein.

Under these circumstances, who will say that it was

abuse of discretion to grant a preliminary injunction

against the Art Organ Co? The boast of that company

that it has $100,000 worth of property and is able to pay

any money damages that may be rendered against it,

only aggravates the ofifense, and was probably one of the

reasons which influenced the discretion of the learned

judge. Such insolence on the part of a deliberate in-

fringer is seldom seen. On motion for preliminary in-

junction, the defendant generally sets up that he was ad-

vised by his counsel that his machine did not infringe

and that he entered into the business of its manufacture

and sale with a bona fide belief that it did not infringe,

and that he had no reason to suppose that it did infringe

and that he is entirely innocent of any intentional wrong

towards the patentee, and that he is merely trying to

earn a legitimate living without any desire or intention

to infringe on the rights of others. No such pretenses

are set up in this case. The defendant here shows that

it has at all times been aware of the claims of the

Aeolian Company, and has known of the existence of its
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patent. It entered into the infringement deliberately,

willfully, and intentionally, under the direct supervi-

sion of one of the Aeolian Company's unfaithful ex-

perts, aided and abetted by some of the other unfaithful

employes of the Aeolian Company, who were induced

to come to California and join with Fleming in his in-

fringing acts. It is also shown that this infringing

business has at different times been changed from one

form to another and from one person to another, the

predecessor of each one having become bankrupt, so

that at the present time there is no telling what is the

real condition of affairs ; nor is there much doubt that if

this order is affirmed, another mush-room corporation

will immediately spring up under a different name, but

with Fleming as superintendent, and will continue the

infringement. There is no way of judging the future

except by the past. There is no telling how many new

corporations may be formed through the instrumental-

ity of this man Fleming, nor is there any telling how

long he may succeed in keeping this controversy in

court if preliminary injunctions cannot be obtained

against the corporations, which he is instrumental in

forming.

REPLY TO APPELLANT'S BRIEF.

Since writing the above, we have received the appel-

lant's brief, and in reply thereto we desire to say a word.

On page 5 thereof, we note the remark of counsel

that neither the Tremain & Pain patent nor the Flem-
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ing patent was used on the hearing of the motion. This

is an erroneous statement. The entire record in the

Harris case was used on the hearing of this motion, and

as we have already pointed out in our brief in the Har-

ris case, both of said patents were used on the final

hearing of that case. Indeed the basis of this motion

was the record in the Harris case.

We find four specifications of error argued in the

brief of appellant's counsel. The first and second

charge that it was error in holding that the patent in

suit was infringed by the manufacture and sale of in-

struments made under the specification of the Fleming

patent or the letter of Hazard & Harpham dated July

25, 1904, to Dickerson, Brown, Raegener & Binney,

and the blue prints accompanying the same. We have

already disposed of these two matters in this brief, and

no further reference will be made thereto.

The third specification of error charges that it was

error to grant the injunction because it was not shown

that great or irreparable damage would accrue to com-

plainant before a final hearing if the injunction were

denied. But this matter is scarcely open to review at

this late day. In the joint affidavit of Edwin S. Votey

and George B. Kelley, used by us on the hearing of the

motion, it is there alleged that the acts and threatened

acts of the Los Angeles Art Organ Co. in selling and

offering for sale infringing devices at lower prices was

made in direct competition with the business of the ap-

pellee, that the appellee lost sales and profits thereby,
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and that if said acts were continued in the future, the

business of the said appellee would be interfered with,

and that said acts had caused and would still continue

to cause great and irreparable injury and damage to the

appellee (See Record, page 178).

This affidavit was not denied in any way, shape, or

form by the appellant. Consequently, it must be re-

ceived with full faith and credence by this court as it

was received by the learned judge of the lower court,

and it is too late for the appellant to now contend that

no irreparable injury appears.

The fourth specification of error charges an abuse of

discretion of the lower court in granting an injunction

for the reason that there was no showing of irreparable

injury and for the reason that there was no showing that

defendant could not respond in damages or pay any

judgment that might be rendered in the action.

We have already disposed of the first of these conten-

tions by showing that our charge of irreparable injury

was not denied.

We note, however, in this connection, the statement

by counsel that the Aeolian Company never made but

one machine containing the patented invention, from

which it is argued by counsel that the appellee could

not have been deprived of any sales nor have suffered

any damage. Such conclusion does not follow. Indeed

the natural conclusion that would seem to follow is that

if the purchasers from the Los Angeles Art Organ Co.

were bent on having organs containing the invention
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and if they had not purchased them from that com-

pany, they would have purchased them from the appel-

lee, for the simple reason that no other person except

the appellee had a right to make and sell such organs.

The contention that the injunction should not have

been granted because the appellant is able to respond in

damages or pay any judgment that might be rendered

is frivolous. This is not an action at law to recover

damages. It is a suit in equity to procure an injunction

prohibiting the further manufacture and sale of the in-

fringing organs. The matter of damages is merely in-

cident thereto. If counsel's contention were sound in

this regard, then it would follow that no preliminary

injunction could ever be granted against a person who

was not insolvent and who could pay such judgment for

damages as might be rendered. This would limit a pat-

entee's right of injunction to persons who were insol-

vent or pecuniarily irresponsible. In other words, a pat-

entee could get an injunction against a pauper or insol-

vent, but not against a rich man. There is no such law

as this, and its absurdity is apparent at a glance.

VII.—Conclusion.

We submit that the validity of the patent as being for

an absolutely basic or pioneer invention and its in-

fringement by the appellant, are clearly proved; that

the defendant has embodied every element of all the

claims in suit in both its constructions; that its offer to

build and sell under the Fleming patent to the injury of



31

the Aeolian Company's monopoly and good will, was

necessarily an injury which cannot be measured and re-

dressed at law, the only adequate remedy being preven-

tion by injunction.

In respect to the four errors assigned, we urge that

there was certainly no error below in holding that the

patent in suit was infringed by the construction of

Fleming patent 659,442

;

That there was certainly no error in holding that the

making, using or selling of musical instruments describ-

ed in the letter of Hazard and Harpham and the blue

prints accompanying the same would be an infringe-

ment of the patent sued on

;

That there was certainly no error in granting a pre-

liminary injunction, as the only adequate remedy for

patent infringement of this nature. An accounting

alone, even if it be successfully carried through and

damages collected, which can rarely be accomplished,

is no adequate remedy, since the damage to the monop-

oly is in its inherent nature not capable of estimate.

Lastly, there was certainly no abuse of discretion in

granting a provisional injunction, because:

(a) The collection of damages by an accounting is

no adequate remedy, where a complainant has sought to

maintain a monopoly, and in addition to the inevitable

injury to the patent monopoly itself, there is by the un-

answered showing in the joint affidavit of Kelly and

Votey, page 178, a direct but incalculable loss to the

Aeolian Company by reason of the infringement.
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(b) The ability of the defendant to respond in

damages or pay any judgment of damages can afford no

remedy for an injury, the extent of which can, of course,

never be traced, and, if traced, can, of course, never be

measured. It is immeasurable and irremediable from

its very nature. Prevention is required.

We therefore submit that the order granting the pro-

visional injunction should not be disturbed, but should

be affirmed, with costs of this appeal to be taxed against

the respondent-appellant.

September 29, 1905.

Of Counsel for Appellee.


